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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 1-5 are rejected under 35 U.S.C. 101 based on Supreme Court 
precedent, and recent Federal Circuit decisions, the Office's guidance to examiners 
is that a § 101 process must (1 ) be tied to another statutory class (such as a 
particular apparatus) or (2) transform underlying subject matter (such as an article or 
materials) to a different state or thing. Diamond v. Diehr, 450 U.S. 1 75, 1 84 (1 981 ); 
Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 63, 
70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

3. An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a § 101 
statutory process, the claim should positively recite the other statutory class (the 
thing or product) to which it is tied, for example by identifying the apparatus that 
accomplishes the method steps, or positively recite the subject matter that is being 
transformed, for example by identifying the material that is being changed to a 
different state. 

Here, applicant's method steps, fail the first prong of the new Federal Circuit 
decision since they are not tied to another statutory class and can be performed 
without the use of a particular apparatus. Thus, claims 1-5 are non-statutory since 
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they may be performed within the human mind. 

Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in the 
United States. 

5. Claims 1-20 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Lucas at al (2003/0070158). Herein after is referred as Lucas. 

Regarding claim 1, Lucas discloses a method of receiving a document by a 
party, the party having a set of policies, the method comprising the steps of: 

receiving the document [...figure 2; par. 0056, lines 1-5; pars. 0060, 0061]; 

automatically determining whether the document contains at least one 
standardized specification conformance statement [...i.e. verify whether the XML 
processing code is valid, and whether the XML being produced conforms to 
manufacturing community's specification; pars. 0060, 0061 ; figure 8A-8B]; and 

automatically verifying, if the document contains the at least one 
standardized specification conformance statement, that information relating to the 
statement is conformant to the standardized specification as well as to the set of 
policies of the party [...i.e. verify whether the XML processing code is valid, and 
whether the XML being produced conforms to manufacturing community's 
specification; pars. 0060, 0061; figure 8A-8B]. 
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Regarding claim 2, Lucas discloses wherein the verifying step includes the 
step of accessing the standardized specification and the policies for verification 
[...i.e. verify that each of these operations is allowable and consistent with the 
AvailableAt XML data type defined in the file "AvailableAT.xsd'; figures 8A-8B; par. 
0060, 0061 lines 21-24]. 

Regarding claim 3, Lucas discloses wherein the verifying step includes the 
step of accessing a conformance model for verification [...a conformance model for 
verification such as AvailableAt XML data type; figures 8A-8B; par. 0060, 0061 lines 
21-24]. 

Regarding claim 4, Lucas discloses wherein the conformance model 
includes at least one conformance statement required in the document [figures 8A- 
8B; par. 0060, 0061 lines 21-24]. 

Regarding claim 5, Lucas discloses wherein the conformance model 
includes a plurality of conformance statements in a sequence that is required to be 
in the document in the same sequence [...statement (830); figure 8A; figure 8B; 
pars. 0060, 0061]. 

Regarding claim 6, Lucas discloses a computer program product on a 
computer readable medium for facilitating a party to receive a document, 
the party having a set of policies, the computer program product comprising: 

code means for receiving the document [...figure 2; par. 0056, lines 1-5; pars. 
0060, 0061];; 
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code means for automatically determining whether the document contains at 
least one standardized 1 5 specification conformance statement [...i.e. verify whether 
the XML processing code is valid, and whether the XML being produced conforms to 
manufacturing community's specification; pars. 0060, 0061 ; figure 8A-8B]; and 

code means for automatically verifying, if the document contains the at least 
one standardized specification conformance statement, that information relating to 
the statement is conformant to the standardized specification as well as to the set of 
policies of the party [...i.e. verify whether the XML processing code is valid, and 
whether the XML being produced conforms to manufacturing community's 
specification; pars. 0060, 0061; figure 8A-8B]. 

Regarding claim 7, Lucas discloses a wherein the verifying code means 
includes code means for accessing the standardized specification and the policies 
for verification [...i.e. verify that each of these operations is allowable and consistent 
with the Available At XML data type defined in the file "AvailableAT.xsd'; figures 8A- 
8B; par. 0060, 0061 lines 21-24]. 

Regarding claim 8, Lucas discloses wherein the verifying code means 
includes code means for accessing a conformance model for verification [...a 
conformance model for verification such as Available At XML data type; figures 8A- 
8B; par. 0060, 0061 lines 21-24]. 

Regarding claim 9, Lucas discloses wherein the conformance model 
includes at least one conformance statement required in the document [figures 8A- 
8B; par. 0060, 0061 lines 21-24]. 
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Regarding claim 10, Lucas discloses wherein the conformance model 
includes a plurality of conformance statements in a sequence that is required to be 
in the document in the same sequence [...statement (830); figure 8A; figure 8B; 
pars. 0060, 0061]. 

Regarding claim 11, Lucas discloses an apparatus for receiving a document 
by a party, the party having a set of policies, the apparatus comprising: 

means for receiving the document [...figure 2; par. 0056, lines 1-5; pars. 
0060, 0061]; 

means for automatically determining whether the document contains at least 
one standardized specification conformance statement [.../.©. verify whether the 
XML processing code is valid, and whether the XML being produced conforms to 
manufacturing community's specification; pars. 0060, 0061 ; figure 8A-8B]; and 

means for automatically verifying, if ,the document contains the at least one 
standardized specification conformance statement, that information relating to the 
statement is conformant to the standardized specification as well as to the set of 
policies of the party [...i.e. verify whether the XML processing code is valid, and 
whether the XML being produced conforms to manufacturing community's 
specification; pars. 0060, 0061; figure 8A-8B]. 

Regarding claim 12, Lucas discloses wherein the verifying means includes 
means for accessing the standardized specification and the policies for verification 
[...i.e. verify that each of these operations is allowable and consistent with the 
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AvailableAt XML data type defined in the file "Available AT. xsd'; figures 8A-8B; par. 
0060, 0061 lines 21-24]. 

Regarding claim 13, Lucas discloses wherein the verifying means includes 
means for accessing a conformance model for verification [...a conformance model 
for verification such as AvailableAt XML data type; figures 8A-8B; par. 0060, 0061 
lines 21-24]. 

Regarding claim 14, Lucas discloses wherein the conformance model 
includes at least one conformance statement required in the document [figures 8A- 
8B; par. 0060, 0061 lines 21-24]. 

Regarding claim 15, Lucas discloses wherein the conformance model 
includes a plurality of conformance statements in a sequence that is required to be 
in the document in the same sequence [...statement (830); figure 8A; figure 8B; 
pars. 0060, 0061]. 

Regarding claim 16, Lucas discloses a system for receiving a document by a 
party, the party having a set of policies, the system comprising: 

at least one storage device for storing code data [figure 6; storage (606); par. 
0064]; and 

at least one processor for processing the code data to receive the document 
[...figures 2 and 6, processors; (602); par. 0064, figures 2, par. 0056, lines 1-5] to 
automatically determine whether the document contains at least one standardized 
specification conformance statement, and to automatically verify, if the document 
contains the at least one standardized specification conformance statement, that 
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information relating to the statement is conformant to the standardized specification 
as well as to the set of policies of the party [...i.e. verify whether the XML processing 
code is valid, and whether the XML being produced conforms to manufacturing 
community's specification; pars. 0060, 0061 ; figure 8A-8B]. 

Regarding claim 17, Lucas discloses wherein the code is further processed 
to access the standardized specification and the policies for verification [...i.e. verify 
that each of these operations is allowable and consistent with the AvailableAt XML 
data type defined in the file 'Available AT. xsd"; figures 8A-8B; par. 0060, 0061 lines 
21-24]. 

Regarding claim 18, Lucas discloses wherein the code is further processed 
to access a conformance model for verification [...a conformance model for 
verification such as AvailableAt XML data type; figures 8A-8B; par. 0060, 0061 lines 
21-24]. 

Regarding claim 19, Lucas discloses wherein the conformance model 
includes at least one conformance statement "required in the document [figures 8A- 
8B; par. 0060, 0061 lines 21-24]. 

Regarding claim 20, Lucas discloses wherein the conformance model 
lincludes a plurality of conformance statements in a sequence that is required to be 
in the document in the same sequence [...statement (830); figure 8A; figure 8B; 
pars. 0060, 0061]. 
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Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

7. The US Patent Application to Dreyband et al. disclose a method and 
apparatus for mapping a descriptive language including a data description having a 
structure complexity into an object oriented data presentation includes identifying the 
data description; and to Berg discloses a method and apparatus for synchronizing 
an XML document with its object model. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Thuy-Vi Nguyen whose telephone number is 
571-270-1614. The examiner can normally be reached on Monday through 
Thursday from 8:30 A.M to 6:00 P.M. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Janice Mooneyham can be reached on 571-272-6805. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
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Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 

FT. N./ 

Examiner, Art Unit 3689 



/Dennis Ruhl/ 

Primary Examiner, Art Unit 3689 



